FROM 



FAX TO: 703 872-9306 




Jun. 04 2004 12:33PM PI 



Commissioner For Patents and Trad^marks^ Alexandria, Virginia 22313*1450 



Following: 

RESPONSE TO ELECTION REQUEST (mailed by PTO 5/6/04) 
Please fax back to me - indicating receipt of this transmission- 
To: 212 460-8897. 

(if trouble faxing, please phone: 212 254-1028) 

Thank you. Sincerely, 



I hereby certify that this correspondence is being 
sent by facsimile-transmission to the Commissioner For 
Patents and Trademarks^ Alexandria, Virginia 22313-1450 on 
June 4, 2004- 



6/6/04 9 pages-including thi$ cover letter 

From: 

Bruce A. Rosenthal fax:212 460-8897 
(phone number: 212 254-1028) 

ReiAppn. No. ; 10/677^589 AU 2873 ; Examiner R. Mack 



Bruce A. Rosenthal 



CRRTTFTCATK OF FACSTMTT.F. TOAN<sMT<;<^TnKr 



Fax No. 




BrucQ^ A« Rosenthal 
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RECaVED 
CEMTRALWXCOfTER 

JUN 0 4 2004 

IN THE UNITED STATES PATENT AN1> TRADEMARK OFFICE 

Appn. Number: 10/677,589 

Filing Date : 7/22/98 

Applicant : Rosenthal, Bruce A. 

Examiner : Mack, R. / AU 2873 

Sent by Fax: 703 872-9306 

2004, June 4 



OFFICIAL 



RESPONSE TO ELECTION REQUEST 



CoTnmissioner For Patents and Trademarks 
Alexandria, Virgima 22313-1450 

This is in response to Office Action containing an Election/Restriction; mailed 
May 6, 2004. 

In the Office Action, the Examiner estabHshed a restriction to: Group I: Claim I , 
or Group II: Claims 2-20. 

The Examiner further detailed an election required among species in Group II: 

Species I, claims 2-S, 12-lS and 20. 

Species 11, claims 6-7» 

Species III, claims 8,16 and 18, 

Species IV, claims 9 and 19. 

Species V, claims 10 and 17, 
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AppUcationyControl Nmnber 10/677»589 ROSENTHAL, BRUCE A. p.2 

The process claims 2-9 of the present application 10/677,589 were originally Hied 
on 1/18/95, in application 09/375,405, as claims 26 -33, Claims 26 -33, being part of aji 
application consisting of clainis N 33, There was an election restriction on 3/ 1 9/96, 
requiring the selection of one of 6 Groups, of which Group VI, contained the process 
claims 26-33. (which in the present application 10/677,589, correspond to numbered 
claims 2 -9). These clakns weren't separated out previously by the examiner. Therefore, 
it is respectfully submitted that they not be separated out now into separate patent 
applications 

Furthermore, in an Election Restriction in a second continuation in the scries of 
^plications, the Examiner again established the same Group of process claims as a 
Group of claims to be examined together. 

Also, it is respectfully submitted that as claims J 2-20 are all dqjendent on the 
independent claim 1 1, that these claims should be examined together. 

It is believed that any search for Ae species involved in any of the process 
Species within Group II, such as Species I, claims: 2-5, 12-15 and 20, would necessarily 
include a search of the species of the remaining species claims. Thus a simultaneous 
seardi for all of Aese claims, in this case, is believed NOT to constitute an unreasonable 
search for the patent examiner* 
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AppUcation/C ntrol Number 10/677^9 



ROS£NTHAL» BRUCE A. p.4 



If the applicant has to further divide the processes into mote patent applications 
beyond the multiple applications he has already had to file, the applicant is hopeful that 



(as restricted and mailed on March 19, 1996; Group VI, claims 26-33), which in this 

application 10/677,589 coirespond to numbered claims 2 -9. 

( A copy of the office action mailed on March 19, 1996, is attached for your 

convenience.) 

la the Office Action of May 6, 2004, on page 3, par, 6, the Examiner has stated: 
''Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is 
finally held to be allowable. Currently, claim 1 1 is generic.** 
While the Examiner has specified claim 1 1 as being in Group II, the Examiner has 
not specifically identified claim 1 1 as an election in the list of choices of claims in 
Species I - V of Group H- 

ELECTION: 

If the election requirement is maintained, the applicant elects Group II, 
Species I, clahm 2-5, 12-15 and 20, with traverse. The applicant would also like the 
Examiner to eicamine generic claim 1 L 
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tiw exanimer can see a way to at least keep the processes of the originally filed claims. 



Sincerely, 
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piES^ JJC^IS? "^S.'^MENT OF COMMERCE 
Patent and Tra<f omartc Office 



SERIAL NUMBER 



RUNG DATE 



FIRST NAMED INVENTOR 



I ATTO RNET DOCKET NO. 



0S/;375,. 405 0 1/ ie/95 ROSENTHAL 

BRUue A. ROSENTHAL 

6, BLILAIRE RD, 

EAST ROCKAWAY, NY 11518 



6 



TACK, ft 



EXAMINER 



WTUNrr 



PAPER NUMBER 



2516 
DATE MAILED: 



03/19/96 



n This application has been e»fiiined. □ Rwponsh^ to communfcattoo fB«f on 



□ TTife action is made ^naL 



Pwtl THEFQU.OWnNQA1tACHMENT(S}AREPAin-OF-miSACnON: 

\' - ^'>l^^^<^^^'^i'^.FTO^ 2. a Notice «PatortDrw*,».FTO^. 

5. intorrnaton on HcHA^ to £ffei;tDravvin9 Changes. PTO-t474, 6, □ ^ 



n SUMMARY Of Acnm 

1. aaim(s) _^ 



1-33 



2. 
3. 



or the above, clalm(s) 

ir aaim(s) 

Clalm{s) _ 

□ Ciaim(s) . 

□ Ciaim(») . 



are pending In the appllcatfon, 

m withdrawn from oonsidoratiofi. 

hava been cancftled, 

arealkwMod, 



«- 3i aaim(s) 



1-33 



«r» MAfeet to miction or election vequlrement 



T, O This«ippHcationh««been«edwithrrrfQrTr«^ 
8, 1^ P^"waJ<i««nng(sJ are required in msponse to this Office action 

*" .U«l.r3rc.F.ai.Mlho..*.*irv 

«amin«. D <tlsappfDvedbyttwei«riin«r(saeai«i«nlidnX 

;j bBeniaedin|)a»ntapprieriicin.«eiialno. ;«»do n 

aooordanoe with the pcBcfiee under Ex partvQuayte. 103S CJ5. 11; 453 p.e. Zii. 
14. □ Olhar 



BXAMINEK.'S ACTION 



HOL-326(Rev. 11^) 
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Serial Number: 08/375,405 
Art Unit: 2516 



-2- 



Paitni DETAILED ACTION 



Eleetion/RestricHon 



Restriction to one of the following inventions is required under 35 U.S.C, 121: 



Group L Claims 1, 2, 5, 6, 10 and 11, dravwi to focus said defocusing 
characteristics, classified in Class 359, subclass 626. 

Group n. Claims 3, 4, 7-9 and 1&-23, drawn to surface conqwsed of lenticular 
element, classified in Class 359, subclass 619. 

Group ni. Claims 12-14. drawn to holographic system or element, classified in Class. 
359, subclass 1. 

Group IV. Claims 15-17, drawn to lenticular fresnd lens, classified in Class 359, 
subclass 457. 

Group V. Claims 24 and 25, drawn to variable reading nchibitor witfi lenticular lens, 
classified in Class 40, subclass 454. 

Group VI. Claims 26-33, drawn to a method of printing, classified in Class 355, 
subclass 77. 

2. Inventions I through VI disclosed as different combinations which are not connected 
in design, operation or effect. These combinations are independent if it can be shown that 
(1) th^ are not disclosed as capable of use together, (2) they have diff^ent modes of 
operation, (3) they have different functions, or (4) th^ have different efifects. (MPEP 
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Serial Number: 08/375,405 Rosenthal 3 
An Unit: 2516 

806.04, MPEP 808.01). In the instant case the combinations they are distinct 4moung 
themselves and contain elements that pertain to different functions and different effects. 
3, Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for examination 
purposes as indicated is proper. 

Applicant is advised that a response to this requirement must inchide an identification 
of the species that is elected consonant with this requirement, and a listing of all claims 
readable thereon, including any claims subsequently added. An argument that a claim is 
allowable or that all claims are generic is considered nonresponsive unless accompanied by 
an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 CFR 1.141. If clahns are added 
after the election, applicant must indicate which ^e readable upon the elected sfpecies. 
MPEP 809^02(a), 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of the record showing the 
species to be obvious variants or clearly admit on the record that this is the case. In either 
instance, if the examiner finds one of the inventions unpatentable over the prior art. the 
evidence or admission may be used in a rejection under 35 USC 103 of the other invention. 
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Serial Number: 08/375,405 Rosenthal 
Art Unit: 2516 



-4- 



Should the ^plicant consider these claims to be patentably distinct, h6. should so state 
and give reasons therefore. In such case, the examiner will reconsider the restriction 
requirement and possibly modify same. 

The applicant should note that the examiner would be willing to rdconsider the 
restriction requirement provided an explanation is given as to why the indicated groups of 
inventions are not patentably distinct from each other. However, should the applicant admit 
that the indicated groups of inventions listed above are not patentably distinct, then during 
examination of the elected invention(s), any prior art applied to one invention would also be 
applied against any inventions considered not patentably distinct therefrom* 

The applicant is advised that the response to this requirement to be complete must 
include an election of the invention to be examined even though the requirement be 
traversed. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ricky Mack whose telephone number is (703) 305-6984. 

Any inquiry of a general nattite or relating to the status of this application should be 
directed to the Group receptionist whose telephone number is (703) 308-0956. 



Ricky Mack 
Examiner AU2516 
March 14, 1996 




GEORSIAV^ £PW . 
SUpgRVjSORY PATCMTEXAMINBI 
^ GROUP 2500 
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